REMARKS 



Applicants respectfully request entry of the above amendments to the claims, and 
reconsideration of the application in light of the amendments to the claims and the arguments 
presented below. 

The pending claims are set forth above. Claims 1-6 are currently pending and claims 1 
and 3-6 are amended herein. The amendments to the pending claims are made without 
prejudice or disclaimer, do not constitute amendments to overcome any prior art rejections 
under U.S.C. §§ 102 or 103, and are fully supported by the specification as filed. No new matter 
has been added as a result of the above amendments. The rejections set forth in the Office 
Action have been overcome by amendment or are traversed by argument below. 

Priority Claim 

The Applicants request the Patent Office to reconsider the priority claim, and grant the 
priority date of March 20, 1992, based on filing date of US 5,434,075. The instant application 
properly claims priority to US 07/854,881 (now US 5,434,075) and as highlighted below '075 
patent provides full support for instant invention and hence is entitled to the filing date of '075 
patent i.e. March 20, 1992 as the priority date. 

Claim Objections 

The Applicants have amended the claim 4 to overcome the claim objection raised in the 
Office Action. 

Claims rejections under 35 USC § 112 

Claims 3 and 5 stand rejected under 35 USC § 112, second paragraph, for being 
indefinite and for failing to particularly point out and distinctly claim the subject matter which the 
applicant regards as the invention. Without acquiescing to the merits of the rejection, the 
Applicants have amended claims 3 and 5 in an effort to expedite prosecution of the pending 
claims to allowance, in conformity with the Examiner's helpful suggestions (which are gratefully 
appreciated). 

3 

McDonnell Boehnen Hulbert & Berghoff 
300 South Wacker Drive 
Chicago, IL 60606 
Telephone: (312)913-0001 
Facsimile: (312)913-0002 



Claims 1-6 stand rejected under 35 USC § 112, first paragraph, for failing to comply with 
the written description requirement. The Office Action asserts that the claimed subject matter is 
not described in the specification in a way to reasonably convey to one skilled in art that the 
Applicants had possession of the claimed invention. The Office Action further asserts that the 
claims are drawn to products that encompass antibodies that bind to widely varying genus of 
polypeptide products. The Office Action rejects the claims on the basis that the claimed P- 
glycoprotein may be from any species and may encompass fragments or mutants that are not 
taught by specification. The Office Action further asserts that the use of term "comprises" in 
claim 4 could encompass polypeptides that have as little as a dipeptide. 

Without acquiescing to the merits of the rejection, the Applicants have amended the 
claims in an effort to expedite prosecution of the pending claims to allowance. Specifically, the 
pending claims are now directed to immunological reagents having binding specificity for human 
P-glycoprotein. 

In light of these amendments, believed to completely address and overcome the pending 
grounds of rejection, Applicants respectfully request the Patent Office to reconsider the pending 
claims and withdraw all rejections under 35 USC § 1 12. 

Claims rejections under 35 USC § 102 

Claims 1-6 stand rejected under 35 USC § 102(b) as being anticipated by either 
Mechetner et al., 1992 (PNAS 89: 5824-5828, 1992) or Mechetner et al., 1995 (US 5,434,075). 
The Office Action states that although neither Mechetner 1992 nor Mechetner 1995 recognized 
that antibody UIC2 had the specific property of binding to Pgp in a biochemical conformation 
adopted in instant application, such a property is an inherent property of antibody UIC2. The 
instant claims are therefore unpatentable as they claim product based on an inherent property 
of already disclosed product. 
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The Applicants do not dispute the assertion in the Office Action that the specific property 
of UIC2 binding to Pgp in a biochemical conformation adopted in certain mutant forms of the 
protein or in the presence of transport substrates and ATP depleting agents is an inherent 
property. However, Applicants respectfully note that only basis for the instant rejection is the 
Office's failure to recognize Applicants' priority claim to their earlier-filed patent. The references 
are by the same inventive entity of instant application, and Applicants' previously-submitted 
priority claim includes Mechetner 1995 ('075 patent) as the parent application, which was filed 
within one year of the Mechetner 1992 reference. 

Applicants respectfully contend that the inherency noted in the Action applies in both 
directions. If UIC2 is an antibody that falls within the scope of the pending genus, then (since it 
has been patented), the earlier-filed application must satisfy the requirements of 35 U.S.C. 
§112. Thus, Applicants enabled the genus when they claimed UIC2. They now claim other 
antibodies having the same specificity and binding properties as UIC2. Priority is proper since 
there is an unbroken priority chain from the earliest-filed application from which this application 
claims priority directly and the Mechetner 1995 patent. If the Office acknowledges this priority 
claim both the Mechetner 1992 and Mechetner 1995 references are not prior art and this ground 
of rejection will be overcome. Applicants respectfully solicit this outcome. 

Claims 1-6 stand rejected under 35 USC § 102(b) as being anticipated by Hamada et al. 
(PNAS 83: 7785-7789, 1986) ("Hamada"). The Office Action cites Hamada and asserts that the 
MRK16 antibody taught in Hamada appears to bind to the same antigen as instantly claimed 
antibody and therefore the disclosure of Hamada anticipates instant invention. The Applicants 
respectfully traverse. 

The Applicants respectfully submit that though MRK16 antibody taught in Hamada was 
made by immunizing mice with cells that are resistant to adriamycin, the antibody does not 
possess the same properties as the instantly claimed antibodies exemplified by UIC2. The 
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differences between the MRK16 antibody and instantly claimed antibodies are taught in the 
specification of the instant application. Unlike UIC2, the reactivity of MRK16 antibody does not 
increase in the presence of Pgp transported compounds such as vinblastine, taxol, actinomycin 
D, cyclosporine, gramicidin D and reserpine (as disclosed on page 26 of the specification) or 
towards mutant Pgp compared to wild type Pgp (as disclosed on page 30 of instant 
specification) or upon depletion of intracellular ATP (as disclosed on page 31 of instant 
specification). The MRK16 antibody taught in Hamada therefore is not same as antibodies 
claimed in instant invention and therefore can not anticipate instantly claimed antibodies. The 
Applicants therefore request the Office reconsider and withdraw the rejection under 35 USC § 
102. 

Claims 1-6 stand rejected under 35 USC § 102(e) for being anticipated by Cianfriglia 
(US 5,776,946; effective filing date December 15, 1994) or Chu (US 5,503,984; effective filing 
date April 13, 1993). 

The Applicants respectfully submit that (as explained above) the instant invention is 
entitled to the priority date of March 20, 1992 (which is the effective filing date based on the 
filing of parent application corresponding to the '075 patent) and therefore pre-dates Cianfriglia 
or Chu. Neither of the cited references can therefore be considered as § 102(e) prior art to the 
instantly-pending claims if Applicants' priority claim is acknowledged. Applicants thus 
respectfully solicit reconsideration of their priority right and withdrawal of this ground of rejection. 

Obviousness type Double Patenting 

Claims 1-6 stand rejected on the ground of non-statutory obviousness type double 
patenting as being unpatentable over claims 1-7 of US 5,434,075 or claims 1-7 of US 5,773,280 
or claims 1-14 and 17 of US 6,030,796 or claims 1-6 of US 6,479,639. 
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Applicants acknowledge this ground of rejection. However, in view of the uncertain 
status of the priority claim issue and its impact on the patentability of the pending claims, they 
elect to address this ground of rejection by filing a terminal disclaimer once all other issues of 
patentability have been resolved. 

Applicants further respectfully point out that rejection of instant claims under 35 USC § 
102(b) in view of Mechetner 1995 (or '075 patent) is contradictory to the obviousness-type 
double patenting rejection in view of the same patent made later in the Office Action. The 
Applicants respectfully request clarification. 

CONCLUSION 

Applicants respectfully contend that the instant application is in condition for allowance in 
view of the claim amendments and arguments presented above, and respectfully requests it be 
allowed. If the Examiner believes that a telephone or personal interview would expedite 
prosecution of the instant application, the Examiner is respectfully invited to call the undersigned 
attorney at (312)913-0001. 

Respectfully submitted, 

McDonnell Boehnen Hulbert & Berghoff LLP 



Dated: December 28, 2006 By: /Kevin E. Noonan/ 

Kevin E. Noonan, Ph.D. 
Reg. No. 35,303 
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